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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 ,2,7,9-1 1 and 1 3 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Kaner et al patent 5,096,586. 

For claim 1 , Kaner et al disclose a method of suppressing microphase separation 
of the phases of a membrane by modifying its network to have interconnected pores 
that are interconnected in an irreversible manner (column 6, lines 35-38) by steps 
comprising dissolving half oxidized emeraldine base form of polyaniline ("PANiEB") in a 
solution (column 1 0, line 67-column 1 1 , line 20), providing a porous membrane and 
placing the membrane in the solution (column 7, line 68-column 8, line 8), removing the 
membrane from the solution (column 1 1 , lines 21-27) and evaporating the solution 
(column 1 1 , lines 2-3 and 39-43). 

For claims 2 and 10, the solution may be a form of methyl pyrrolidone or "NMP" 
(column 11, lines 4-5 and 8-13) . 

For claim 7, the membrane may be in form of a film (column 7, lines 52-59). 

For claims 9-13, the dissolved PANiEB may further be confined (or located 
within) pores of the membrane (column 6, line 65-column 7, line 1 1 and . 

For claims 1 1 and 13, the membrane may be a hollow fiber, hence be in 
cylindrical form (column 7, lines 61-62). 
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Claims 1,7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
over the Zarbin et al publication ("Nanocomposite glass/conductive polymers"). 

For claims 1 and 9, Zarbin et al disclose a method of suppressing microphase 
separation of the phases of a membrane by encapsulation and in-situ polymerization 
(column 2, page 227) by steps comprising entrapping a solution of (page 231 , 
paragraph bridging the 1 st and 2 nd columns) half oxidized emeraldine base form of 
polyaniline ("PANiEB") and in admixture with polypyrrole within the pores of a 
membrane (page 227, 2 nd column, page 231 , 2 nd column and page 232, 1 st column, 
providing a porous membrane (page 227, end of the 2 nd column), placing the membrane 
in the solution (again page 231, paragraphs bridging 1 st and 2 nd columns), removing the 
membrane from the solution (page 231, 2 nd column, 2 nd paragraph) and evaporating the 
solution (page 228, section 2.3). 

For claim 7, the membrane may be in the form of a film (for instance page 229, 
1 st column, 6 th paragraph). 

For claim 9, the PANiEB may be formed so as to be obtained in the pores of the 
membrane (page 227, bottom of 2 nd column). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 1 0/771 ,752 Page 4 

Art Unit: 1723 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 2,5,6,8 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Zarnib et al publication in view of Kaner et al. 

Claims 2,5,6,8 and 10 (and claims dependent therefrom) differ in requiring the 
solution to be a form of methyl pyrrolidone or "NMP". However, Kaner et al teach to 
dissolve PANiEB in an NMP solution in the forming of a cast or doped membrane (see 
Example 1 spanning columns 1 1 and 12. It would have been obvious to one of ordinary 
skill in the art to have modified the process of Zarnib et al, by dissolving the PANiEB in 
an NMP solution, prior to contacting by the membrane, since NMP as a solvent for 
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PANiEB forms an homogenous solution that is easily spreadable for film casting of a 
membrane (see especially column 1 1 , lines 1 3-1 9). 

Claims 3,4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the Zarbin et al publication in view of Martin et al patent 5,174,883 and Wei et al 
patent 5,120,827. Claims 3 and 4 differ in requiring the membrane to be in the form of a 
cylinder having cylindrical pores of approximately 20 nm in diameter. Zarbin et al 
disclose the membrane being impregnated with polyaniline as being a Nucleopore 
membrane (column 2 of page 227). Martin et al teach pores of a Nucleopore 
membrane being cylindrically shaped (column 3, lines 56-61 and column 4, lines 56-57). 
It would have been obvious to one of ordinary skill in the art to have formed the 
Nucleopore membrane of Zarbin et al to have cylindrically shaped pores, as taught by 
Martin et al, in order to have uniform flow distribution throughout the membrane. 

These claims also differ in requiring the membrane to be a porous alumina disc. 
However, Wei et al teach that Nucleopore and Anapore (alumina-containing) membrane 
discs are interchangeable (column 7, lines 64-68). It would have been further obvious 
to have replaced the host Nucleopore membrane with an alumina anapore membrane, 
as taught by Wei et al, since such membranes are adaptable to forming drug-release 
microcapsules, with stable, consistent drug-releasing rates. 

For claim 4, page 228, column 1, 2 nd paragraph discloses the pore distribution 
being proximate 80 Angstroms which is approximately 20 nm. 
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Claims 11 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the Zabin et al publication in view of Kaner et al, as applied to claim 10, and further 
in view of Martin et al patent 5,174,883. Claims 1 1 and 13 differ in requiring the 
membrane to be in the form of a cylinder having cylindrical pores of approximately 20 
nm in diameter. Zarbin et al disclose the membrane being impregnated with polyaniline 
as being a Nucleopore membrane (column 2 of page 227). Martin et al teach pores of a 
Nucleopore membrane being cylindrically shaped (column 3, lines 56-61 and column 4, 
lines 56-57). It would have been obvious to one of ordinary skill in the art to have 
formed the Nucleopore membrane of Zarbin et al to have cylindrically shaped pores, as 
taught by Martin et al, in order to have uniform flow distribution throughout the 
membrane. . 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Joseph Drodge at telephone number 
571-272-1 140. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wanda Walker, can reached at 571 -272-1 151 . The fax 
phone number for the examining group where this application is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either private PAIR or Public 
PAIR, and through Private PAIR only for unpublished applications. For more 
information about the PAIR system, see http://pair-direct.uspto.Qov . Should you 
have any questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 



April 3, 2006 



JWD 




